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Opi ni on by Hohein, Adm nistrative Trademark Judge:

A petition has been filed by Lucrecia to cancel the

regi stration owned by Physicians Aesthetic Research, Inc. for the

mar k "LUCRECE" and desi gn, as reproduced bel ow,

LUCRECE
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for "skin care products; nanely, skin clarifiers, cleaning
creans, enollients, noisturizers, toners and soap; hand cream
cold cream lip gloss, lipstick, make-up, rouge, body creans and
body powders and winkl e renoving skin care |otions, creans and
nmoi sturizers."1 As "THE GROUND FOR CANCELLATI ON," petitioner

al l eges the foll ow ng:

1- REQ STRANT PERSI STENTLY USES THE NAME
"LUCRECE" ON THEI R PRODUCT LABEL NAME AS AN
| DENTI FI CATI ON OF THE BRAND I N LI EU OF:
PHYSI Cl ANS[ '] AESTHETI C RESEARCH LUCRECE.

2- REG STRANT ADVERTI SE[S] THEI R
PRODUCTS THRU [sic] PO NT OF PURCHASE DI SPLAY
AS WELL AS CONVENTI ON/ EXHI BI T AS " LUCRECE"
CREATI NG A CONFUSI ON W TH RETAILER S [sic] AS
WELL AS THE ULTI MATE USER/ CONSUMER

3- SIMLARI TY BETVWEEN " LUCRECI A" AND
"LUCRECE" IS VERY CLCSE I N SOUND AS WELL AS
SPELLI NG TO BE USED UNDER THE SAME TRADE
CLASSI FI CATI ON AWARDED UNDER THE U. S. CLASS
051 G2 INT'L CLASS QOG8.

4- REG STRANT IS AWARE OF "LUCRECI A" S"
EXI STENCE AND USED THE NAME OF "PHYSI Cl ANS[' ]
AESTHETI C RESEARCH LUCRECE" I N ORDER TO
OBTAIN A U. S. TRADEMARK REG STRATI ON W THOUT
ANY POSSI BLE OBJECTI ON AND THEN DECI DED TO
USE LUCRECE AS A BRAND NAME AFTER BEI NG
AVWARDED A REG STRATI ON FROM THE U. S.
TRADEMARK [ OFFI CE,] DI SREGARDI NG THE ACTUAL
NAMVE OF THE REG STRATI ON PHYSI CI ANS'
AESTHETI C RESEARCH LUCRECE.

5- PETI TIONER | S HEREBY REQUESTI NG
CANCELLATI ON OF THE SAI D NAME LUCRECE FROM
THE REG STRATI ON I N ORDER TO ELI M NATE ANY
FURTHER CONFUSI ON | NTENDED DI RECTLY OR
| NDI RECTLY TOMRDS THE CONSUMER [ AND] THUS

1 Reg. No. 1,868,806, issued on Decenber 20, 1994 from an intent-to-
use application filed on August 2, 1993, which sets forth dates of
first use of August 19, 1993.
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DI SALLOW NG THE REQ STRANT FROM THE USE OF
THE NAME "LUCRECE" AS A WHOLE OR AS A PART OF
A BRAND OR PRODUCT | DENTI FI CATI ON.

Respondent, in its answer, "admts the allegations" set
forth in the first nunbered paragraph of the cancellation
petition, "admts that copies of docunents purporting to be [its]
product advertisenent[s] were appended to the Petition to Cancel”
and "admts [its] awareness of the existence of LUCREC A "
Respondent, however, denies the remaining allegations conprising
the petition for cancellation.?

The record consists of the pleadings; the file of the
i nvol ved registration; and a "STATEMENT OF UNCONTESTED FACTS, "

w th acconpanying exhibits, filed by petitioner during its

initial testinony period.® Neither party took testinony, nor did

2 Al t hough respondent's answer al so contains an "AFFI RVATI VE DEFENSE"
whi ch, anong other things, alleges that "[t]here is no |ikelihood of
confusion, m stake or deception of the purchasing public, [as]

bet ween Registrant's mark and the Petitioner's nane, LUCRECI A when
considered in their entireties" and that "[a]ll products sold by
Physi ci ans' Aesthetic Research, Inc. includes [sic] the registered
mark inprinted on bottles as exhibited in the attached product
description, see Exhibit "A," such allegations sinply constitute
anplifications of respondent's denials rather than, strictly
speaking, an affirmative defense.

3 The Board, noting that it was "unclear" whether petitioner actually
served a copy of such papers on counsel for respondent, indicated in
an order issued on April 11, 1996 that it had "contacted counsel for
respondent to see if respondent had received petitioner's papers and
was i nformed that respondent had received them" Respondent,
however, never seasonably noved to strike petitioner's statenent

and/ or any of the acconpanying exhibits and, thus, inmplicitly
stipulated to the introduction thereof into the record under
Trademark Rule 2.123(b), which in rel evant part provides that "the
facts in the case of any party may be stipulated.” Instead, after
the close of trial, respondent in its brief states that it "objects
to [the] adm ssibility of Petitioner's Exhibit A" which consists of
a printout of the "Trademark Registration File" for Reg. No.
1,745,032 (issued on January 5, 1993 for the mark "LUCRECI A" for
perfunme and certain cosnetic preparations for the care of the skin),
"on the ground that it is inconpetent as evidence in this proceedi ng"
and therefore "should be stricken.” W find, however, that by
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respondent offer any evidence. Briefs have been filed, but an
oral hearing was not request ed.

Prelimnarily, there is a question as to what ground or
grounds, if any, were pleaded and/or tried in this proceeding.*
Respondent, in its brief, argues that "the only ground that can
be properly considered by the Board is the ground of |ikelihood
of confusion.” Wile respondent, in particular, asserts that
petitioner "has pleaded the ground of |ikelihood of confusion,"”
we note that a pleading of |ikelihood of confusion, wthout a
correspondi ng pleading of priority of use, fails to state a
ground or clai mupon which relief can be granted. Moreover,
al t hough petitioner alleges in the cancellation petition that it
is respondent's use of the name "LUCRECE" alone, that is, wthout
the design elenents and the words "PHYSI Cl ANS' AESTHETI C
RESEARCH, " which is likely to cause confusion with petitioner's
use of the mark "LUCRECI A " the nane "LUCRECE" itself is not the
subj ect of respondent's involved registration, which is for the

mark "LUCRECE" and design.5 In fact, petitioner adnmits in its

failing to raise such objection earlier, respondent has waived its
objection to the extent that exclusion of petitioner's Exhibit A from
the record is sought. Accordingly, petitioner's statenment of
uncontested facts and the exhibits attached thereto, including
Exhibit A formpart of the record herein for whatever probative

val ue such evidence may have.

41n this regard, Fed. R Civ. P. 15(b), which is made applicable
herein by Trademark Rule 2.120(a), provides in relevant part that

"[w hen issues not raised by the pleadings are tried by express or

i nplied consent of the parties, they shall be treated in all respects
as if they had been raised in the pleadings."

5 Likewise, at trial, petitioner asserts in the statenent of
uncontested facts that "[t]he simlarity of 'LUCRECIA" & 'LUCRECE is
so close in spelling and pronunciation as well as |ooks that it
creates a [likelihood of] confusion with the consuner." Petitioner
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initial brief that "the respondent can and w thout any
infringenments use the nane as it has been granted by the United
States Trademark O fice[:] 'PHYSICH ANS['] AESTHETI C RESEARCH
LUCRECE" and concedes in its reply brief that "there is no

i keli hood of confusion between the Registrant['s] Wrd Mrk

[ PHYSI Cl ANS' AESTHETI C RESEARCH LUCRECE' | and the Petitioner['s]
Word Mark ' LUCRECI A ".

I n consequence of the above, we find that there is no
pl eadi ng by petitioner of the ground or claimof priority of use
of its mark "LUCRECI A" and |ikelihood of confusion from
cont enpor aneous use by respondent of its registered mark
"LUCRECE" and design, nor was such a ground or claimtried by the
express or inplied consent of the parties. Furthernore, even if
petitioner intended to plead and try the ground of priority of
use and |ikelihood of confusion as to its mark "LUCRECI A" and the
name or word mark "LUCRECE," such a claimis not cognizable in
t he proceedi ng since, as previously nentioned, respondent's
registered mark is for the mark "LUCRECE" and design rather than
just the word mark " LUCRECE"

A generous reading of the allegations of the petition
for cancellation® reveals, however, that although inartfully

pl eaded in the extrene, petitioner has alleged abandonnment by

additionally notes therein that "the Trademark was not granted to
[the mark] 'LUCRECE but to [the mark] 'Physicians['] Aesthetic
Research Lucrece,” that is, the mark "LUCRECE" and design

6 As nade applicable to this proceeding by Trademark Rule 2.120(a),
Fed. R Cv. P. 8(f) provides that "[a]ll pleadings shall be so
construed as to do substantial justice."
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respondent of its registered mark "LUCRECE' and design, due to
i ntentional nonuse thereof, as a ground or claimfor
cancel lation. In essence, petitioner alleges in the cancellation
petition that respondent, subsequent to obtaining its involved
regi stration, ceased use of the mark "LUCRECE" and design with
the intent not to resune such use and, instead, used only the
name or word mark "LUCRECE" al one. Wen such allegations are
read in conjunction with petitioner's allegations of its standing
to bring this proceeding, in that its name or mark "LUCRECI A" is
confusingly simlar to the term"LUCRECE" in respondent's
"LUCRECE" and design mark, the petition for cancellation sets out
a claimof abandonnment as the ground for cancell ation.

Petitioner's initial brief confirns that abandonnment,
rather than or in addition to any possible claimof priority of
use and likelihood of confusion, is the sole ground upon which
the cancellation petition is intended to be based. Petitioner,
inits initial brief, argues that respondent, "by altering the
Trademark No. 1,868,806 and admitting the changes on answer,"
nanely, that it is using the term"LUCRECE" on its product
| abel s, has thus "in fact abandon[ed] the usage of the Tradenmark
["LUCRECE" and design]." In particular, petitioner states in the
final paragraph of such brief that:

11- The Petitioner does not have any

objection [to] the way the nane is originally

registered and its usage in commerce [ by

respondent] ... without any alterations ..

[ but respondent] mnust not use the nane

"LUCRECE" on the product packagi ng al one and

[Its] use nmust be exactly as shown and
applied for to the U S. Trademark
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registration office[:] "PHYSICIANS']
AESTHETI C RESEARCH LUCRECE". Any alteration
i s an abandonnment to the original

regi stration

Al t hough respondent, in its brief, contends that
petitioner "belatedly" has "raised the ground of abandonment
for the first time during this final hearing," we disagree.
Wi le, as indicated previously, the petition for cancellation is
far froma nodel of clarity in terns of setting forth abandonnent
as the ground on which the petition is predicated, the foll ow ng
statenments by petitioner in its statenment of uncontested facts
are enough to have alerted respondent that petitioner actually
was asserting and attenpting to prove a claimof abandonnent of
the registered mark "LUCRECE"' and desi gn:

In view of the foregoing, the Petitioner

contends that his petition to cancel is based

on the fact that the Registrant was never

granted a registration for the usage of the

word "Lucrece" in their tradenark
regi stration No. 1, 868, 806.

Petitioner believes that the Registrant
shoul d not alter the Trademark registration
name as it was granted to them by The United
States Patent and Trademark O fice, and if
they choose to alter the name then the

petition to cancel should be granted and
enf or ced.

Respondent, in short, had sufficient notice during trial that
petitioner was pursuing a claimof abandonnent as its ground for
cancel l ation and thus, if respondent desired to do so, it could
have presented evidence, which would clearly be within its own
knowl edge and possession, that it had not ceased use of the

"LUCRECE" and design mark with no intent to resume use, that is,
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that it had not abandoned its registered mark. Accordingly,
i nasnmuch as respondent has not been prejudiced, and since in any
event respondent in its brief has argued the nerits of
petitioner's abandonnment claim the only issues pleaded and tried
in this case, and which we nust now determ ne, are whether
petitioner has standing to bring this proceedi ng and whet her
respondent has abandoned its "LUCRECE' and design nark.
Petitioner, in its statenent of uncontested facts,
lists as established thereby the foll ow ng:

1- Petitioner is doing business as LUCREC A
and have [sic] a Trademark Reg. No.
1,745,032. (copy attached as exhibit A).

2- Registrant is doing business as LUCRECE
Physi ci ans Aest hetic Research, and have [sic]
a Trademark Reg. No. 1,868,806 under the

[ nane] of Physicians['] Aesthetic Research.
(Registrant [so] admts in the answer to
petition to cancel in Paragraph #1) (copy
attached as exhibit ... B).

3- Registrant as part of their marketing and

advertisenment of their product as LUCRECE

[h]as the word permanently displayed on their

packagi ng of the bottles. (Exhibit ... C

[of] their advertising--admtted to by

regi strant on [sic] Paragraph #2 of the

answer to petition to cancel).

We observe, however, that Exhibit Ais not a status and
title copy of the registration which petitioner states that it
owns. Instead, as indicated earlier (see footnote 3), such
exhibit consists of a printout froman unspecified data base of
the "Trademark Registration File" for Reg. No. 1,745,032, which
pertains to the mark "LUCRECI A" for "perfume and cosnetic

preparations for the care of the skin; nanely, |otions, creans,
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face powder, lipstick, eye make-up, rouge, and cosnetic soap".’
Exhibit A also shows that Reg. No. 1,745,032 issued to and is
owned by "BI SSADA, MOFI D' rather than petitioner, Lucrecia.

Exhibit B, we note, is a copy of the first page of
respondent’'s answer to the cancellation petition in which
respondent, as previously detailed in this opinion, admts the
all egations set forth in the first nunbered paragraph of the
petition (i.e., that it "persistently uses the nane 'Lucrece' on
their product | abel nanme as an identification of the brand in
lieu of: PHYSICIANS['] AESTHETI C RESEARCH LUCRECE") and admts
that "copies of docunents purporting to be product advertisenents
wer e appended to the Petition to Cancel."”

Lastly, Exhibit Cis a copy of the docunent attached to
the answer. It consists of a piece of product literature bearing
respondent's name and shows use of its "LUCRECE' and design nmark
on the packaging (bottles) for its skin care products. The skin
care products illustrated in such |iterature are various facial
creans, facial cleaners and body noi sture creans.

Turning first to the question of whether petitioner has
proven its standing to seek cancellation of respondent's
registration, it would be sufficient for such purpose if
petitioner were to denonstrate, for exanple, that it owns a

registration for its "LUCRECI A" mark for perfume and certain

7 According to Exhibit A, such registration issued on January 5, 1993
froman intent-to-use application filed on April 22, 1991, and sets
forth a date of first use anywhere of July 1, 1992 and a date of
first use in comerce of August 5, 1992.
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cosnetic skin care preparations and that it possess the belief,
which is not wholly without nerit, that use of respondent's
"LUCRECE" and design mark for its skin care products is likely,
due to the prominence of the term"LUCRECE" in such mark, to
cause confusion with petitioner's "LUCRECI A" mark for its goods.
See, e.g., Lipton Industries, Inc. v. Ralston Purina Co., 670
F.2d 1024, 213 USPQ 185, 189 (CCPA 1982). The evidence submtted
by petitioner, however, shows on the face thereof that Reg. No.
1,745,032 is owned by an individual, Mfid Bi ssada, rather than
petitioner, Lucrecia. Mreover, while we observe that the
petition for cancellation, |ike each of the briefs submtted on
petitioner's behalf, is signed by "Mdfid Bissada - Ower," there
is no proof that such individual, as of the close of the trial
(testinony periods) in this proceeding, is the owner of
petitioner. Furthernore, although such fact has not been proven,
we note that even if "Lucrecia” is sinply the assunmed busi ness
name of a sole proprietorship "owned" and operated by Mfid

Bi ssada, so that the caption of this proceedi ng consequently
coul d be anended to set forth "Mdfid Bi ssada, doi ng busi ness as
Lucrecia," as the nane of the petitioner herein, it is still the
case, as pointed out by respondent in its brief, that
"[p]letitioner has not shown by conpetent evidence that he [has]
proprietary rights to the mark"™ since there is no proof that the

registration for the mark "LUCRECI A" is subsisting.® Petitioner,

8 As the Board stated in Beech Aircraft Corp. v. Lightning Aircraft
Co. Inc., 1 USP@d 1290, 1293 (TTAB 1986): "[We do not take
judicial notice of ... registration files that reside in the Patent
and Trademark Office on the basis of their nmere identification in

10
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therefore, has failed to establish the requisite standing to
bring this proceeding.

Aside therefrom petitioner has in any event failed to
denmonstrate that respondent has abandoned the "LUCRECE' and
design mark. Section 45 of the Trademark Act includes a
definition of "abandonnment” which states, in relevant part, that
"[a] mark shall be deened to be 'abandoned' when ... the
foll ow ng occurs:"?®

(1) When its use has been discontinued
wth intent not to resune such use. Intent
not to resunme use nmay be inferred from
circunstances. Nonuse for two consecutive
years shall be prima facie evidence of
abandonnent. "Use" of a mark neans the bona
fide use of that mark made in the ordinary
course of trade and not nmade nerely to
reserve a right in a mark.

It is settled that "[a] bandonnment, being in the nature of a
forfeiture, nmust be strictly proved." Wallpaper Mnufacturers,
Ltd. v. Crown Wallcovering Corp., 680 F.2d 755, 214 USPQ 327, 332
(CCPA 1982). Moreover, as the party seeking cancellation, it is
petitioner, rather than respondent, who bears the ultimte burden
of proof of abandonnent by a preponderance of the evidence. See

Cerveceria Centroanericana S.A. v. Cerveceria India Inc., 892

briefs, pleadings, and evidentiary subm ssions. See In re Duofold,
Inc., 184 USPQ 638 (TTAB 1974)."

9 While we note that, as of January 1, 1996, Section 45 of the
Trademark Act was anended to provide that a period of three
consecutive years of nonuse, instead of a two-year period,
constitutes prima faci e abandonnment, we have applied the two-year
standard, since this proceeding was conmenced prior to January 1,
1996, so as not to give retroactive effect to the statutory
amendment. See Clairol Inc. v. Conpagnie D Editions et de Propagande
du Journal La Vie Claire-Cevic, 24 USPQ2d 1224, 1226 (TTAB 1992).

11
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F.2d 1021, 13 USP@2d 1307, 1309 (Fed. Cir. 1989). Thus, in order
to prevail herein, petitioner bears the burden of establishing at
| east a prima facie case of abandonment on the basis of nonuse of
t he "LUCRECE" and design mark by respondent for a period of two
consecutive years. It is only upon such a show ng that the
burden of persuasion shifts to respondent to cone forward with
evidence to disprove the presunption of abandonnent. |1d. at
1312.

Here, none of the evidence presented establishes a
period of two consecutive years of nonuse, which would constitute
a prima facie case, nor does it otherw se denonstrate that
respondent has abandoned its "LUCRECE" and design mark by ceasing
the use thereof with an intent not to resunme use. Respondent's
adm ssion in its answer that it "persistently uses the nane

" Lucrece on its "product |abel nanme as an identification of the
brand in lieu of: PHYSICIANS['] AESTHETI C RESEARCH LUCRECE" does
not constitute an adm ssion that it has ceased all use of its
"LUCRECE" and design mark in connection with its goods, nor does
it establish, at a mninmum that there has been a two-year period
of nonuse of such mark. In any event, respondent's product

literature, which was nade of record by petitioner,10 clearly

10 Such literature was originally submtted as Exhibit Ato
respondent's answer, which alleges in the sixth nunbered paragraph
thereof that: "All products sold by Physicians' Aesthetic Research,
Inc. includes [sic] the registered mark inprinted on bottles as
exhibited in the attached product description, see Exhibit "A ."

Al t hough, as a general rule, Trademark Rule 2.122(c) provides (with
an exception which is not relevant hereto) that "an exhibit attached
to a pleading is not evidence on behalf of the party to whose

pl eading the exhibit is attached unless identified and introduced in
evidence as an exhibit during the period for the taking of
testinmony," petitioner's introduction into the record of Exhibit Ato

12
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shows use by respondent of its "LUCRECE" and design mark in
connection with the goods set forth in its invol ved

regi stration.1l The pertinent portion of such literature, which

depi cts use of respondent's registered mark on the bottles for

QL

L, goods, is reproduced bel ow

respondent's answer permts respondent to rely on such exhibit as
evidence in its behalf. This is because once evidence has been
properly introduced (such as by stipulation), it may be relied upon
by either party for any proper purpose.

11 Petitioner, it appears, is under the inpression that a party cannot
use a mark except in the format in which it is actually registered.
Such, however, is not the case.

13
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Petitioner has accordingly failed to satisfy its burden of proof
t hat respondent has abandoned its "LUCRECE" and design mark.
Decision: The petition for cancellation is denied.
J. D. Sans

T. J. Quinn

G D. Hohein
Adm ni strative Tradenmark Judges,
Trademark Trial and Appeal Board
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